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U.S. Supreme Court Cancels USPTO’s
Reservations About Registering Booking.com
Brand Name

The Hot Take

For the third time in four years, the Supreme Court ruled that the U.S. Trademark Office, both at the
examination and Trademark Trial and Appeal Board (TTAB) levels, had examination guidelines that led
to the improper refusal to register an applied-for mark. In

, the Trademark Office urged the Court to adopt a bright-line
rule that the combination of a generic term + .com is always generic and therefore incapable of federal
registration. In an 8-1 decision, the Court declined to establish such a rule, opining that each so-called
“generic.com” mark must be evaluated on its merits based on the prevailing consumer perception of the
applied-for mark. Consequently, the Court did not disturb the lower court’s holding that BOOKING.COM
is a protectable trademark because BOOKING.COM has a quantifiable source-identifying significance to
consumers independent from the word booking.

Aside from Justice Ginsburg’s always-brilliant storytelling, the text of the Court’s decision is not
particularly remarkable. The decision revolves around two basic principles. First, trademark law is
intended to reflect and protect consumer perceptions. Second, per se trademark rules are generally
incompatible with the goal of reflecting and protecting consumer perceptions. Adding these two principles
together, the Court delicately dismissed the Trademark Office’s arguments regarding the potential anti-
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competitive dangers of issuing registrations for generic.com trademarks and created a narrow, to-be-
defined path for the registration of generic.com marks.

While the Court’s decision seems like a win for brand owners (especially those with large trademark
prosecution budgets), the Court’s holding creates more uncertainties than it resolves. Put differently, if
the Court had refused to register BOOKING.COM as a matter of law (as Justice Breyer urged in his
powerful dissent), such a refusal would have created a far cleaner and more-predictable landscape than
the now-prevailing rule that ever-changing and difficult-to-measure consumer perceptions will, on a case-
by-case basis, govern the registrability (and enforceability) of each generic.com mark. The resolution of
the questions explored below, and several others, will define the legacy of the Court’s Booking.com
decision.

First, how will the Trademark Office determine whether the combination of a generic term and .com (or
.net, .org, etc.?) yields “additional meaning to consumers capable of distinguishing the goods or services”?
The Court was careful to clarify “we do not embrace a rule automatically classifying such terms as
nongeneric.” Accordingly, because the eligibility of a generic.com mark for registration will almost always
require close and careful evaluation of acquired distinctiveness evidence, a tribunal of TTAB judges,
rather than a single examiner, will likely initially set the standards for registration. Because of the
potential ramifications of granting a generic.com registration, most trademark practitioners will welcome
the scrutiny of three experienced trademark judges in the process. Over time, however, TTAB decisions
become examination guidelines for individual trademark examiners. So, it remains to be seen if and when
trademark examiners will be able to approve generic.com applications on their own.

Second, will the decision lead to the “proliferation of ‘generic.com’ marks” feared by Justice Breyer? Even
though the Court left open the possibility of registering generic.com marks, there is no question that
applicants will face a costly uphill battle to overcome the presumption that the applied-for generic.com
mark is not registrable. In addition, the Trademark Office’s records are publicly available online, and
there is no way to submit evidence of acquired distinctiveness (typically sales and advertising data) under
seal. Many companies consider this data commercially sensitive and will hesitate to make this information
publicly available, at least until it can quantify the value of generic.com registration vis-a-vis the business
risk of the disclosure.

Third, even if an applicant secures a registration for its generic.com mark, will the registration be a paper
tiger (appearing powerful and threatening but ineffective under the scrutiny of litigation) that primarily
serves vanity purposes? Will it block third parties that apply for composite marks incorporating the
generic term as an element (with a disclaimer)? Only time will tell how the Trademark Office, TTAB, and
federal district courts will handle the Herculean task of defining the exclusivity afforded the registration of
a generic.com mark. The Court acknowledged two hypothetical conflicts raised by the Trademark Office
with respect to BOOKING.COM - ebooking.com and hotel-booking.com — but failed to offer any insight
as to how such conflicts should be resolved. Nevertheless, the threat of trademark litigation is a powerful
enforcement tool.

The Court suggests that concerns with overaggressive enforcement of generic.com registrations are
mitigated by classic fair use principles and longstanding jurisprudence that conceptually-weak marks are
entitled only to a narrow scope of enforcement. The Court’s reliance on these counterbalances is perhaps
naive, as the economic reality of trademark litigation (read: onerous fees and costs) often precludes a
defendant’s vindication of its rights. Even for defendants able to withstand the financial hardships of
trademark litigation, the applicability of the classic fair use doctrine is somewhat limited by a general
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requirement that the alleged infringer not use the disputed element in a source-identifying manner.
Accordingly, after a trademark applicant has invested heavily in obtaining its generic.com registration, it
has every incentive to build a halo around its registration.

Fourth, what other elements can be appended to a generic term to create a composite that may be
registrable? It seems that any generic top-level domain (.net, .org, .co, etc.) could replace .com in the
generic.com formula. But creative brand owners may seek to apply the Court’s decision to @generic,
#generic, 1-800-generic, and other combinations. The Court’s decision leaves open the possibility that any
combination by which consumers can distinguish the applicant from its competitors could be registrable.

Fifth, will the Trademark Office require applicants for generic.com marks to prove their ownership of the
corresponding domain name? What will happen if the applicant/registrant no longer owns the domain
name?

Finally, for the lion’s share of brand owners that have taken advantage of the fact that .COM is essentially
ignored for trademark purposes, will their strategies need to evolve? For example, under the Uniform
Domain-Name Dispute-Resolution Policy (UDRP), the addition of a generic top-level domain name to a
brand (i.e., BRAND.COM) does not typically mitigate confusing similarity with the brand. Likewise, the
Trademark Office has typically allowed trademark applicants and registrants to freely amend their
applied-for or registered marks from BRAND.COM to BRAND, BRAND to BRAND.COM, and
BRAND.COM to BRAND.ORG without having to file a new application and/or re-establish priority. Will
the arbitration panels deciding UDRP disputes modify their prevailing views on the significance of .COM?
Will the Trademark Office revisit its guidelines for amendments involving generic top-level domain
names? These possibilities seemingly affect more brand owners than the rare, exceptional circumstances
in which a brand owner secures a generic.com trademark registration.

While the Court’s decision raises a plethora of interesting and challenging questions, it unquestionably
furthers a narrative established in the Court’s recent decisions involving the registration of disparaging
marks, the registration of vulgar marks, and the Patent Office’s (and, by implication, the Trademark
Office’s) inability to recover attorneys’ fees for federal district court challenges of its ex parte registration
decisions — trademark practitioners and their clients should not be scared to challenge the Trademark
Office’s rulings. The Trademark Office is a constantly evolving agency, and its decisions, including
decisions issued by the TTAB, are not always fatal to a motivated applicant.
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